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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 02 September 2005 . 
2a)£<] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 7, 8 and 10 - 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Layne et al. (U.S. Pat No. 5,968,731 A) (hereinafter "Layne") in view of Ozawa et al. (U.S. Pat. 
No. 5,988,857 A) (hereinafter "Ozawa"). 

Regarding claims 7 & 12 - 14, Layne teaches an automated apparatus for analyzing 
biological samples. Layne teaches an apparatus for mechanical control comprising a mechanical 
control system having both object-oriented and real-time features, including modular techniques, 
such as the use of subsystem base classes, for controlling the operations of multiple subsystems 
(see col. 8, line 13 - col. 15, line 57; figures 4 - 6, 8 & 10 - 12). Layne is silent to the specific 
teaching that a passenger template base class comprising facilities is configured for passenger 
creation, destruction, enumeration and state recovery. Layne does teach that the apparatus 
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utilizes programmed control in performing automated tests (see col. 8, lines 13 - 59). Layne 
does teach the use of object-oriented program and modular techniques (see col. 11, lines 39 - 
46). 



FIG. 5 
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Ozawa teaches an automatic processing system, which utilizes object-oriented and real- 
time features, for the control of the operations of a multiplicity of subsystems (i.e., processing 
systems) (see col. 2, line 31 - col. 3, line 45; col. 14, lines 25 - 44; col. 16, lines 56 - 66). Ozawa 
further teaches the use of individual instrument classes or passenger template base classes (see 
col. 8, lines 51 - 64). Ozawa teaches that information for each base class is updated upon a 
change in the information during operation of the apparatus (see col 35, line 44 - col. 36, line 
19). Hence, as evidenced by Ozawa, a person of ordinary skill in the art would accordingly have 
had a reasonable expectation for success in utilizing such a mechanical control system for an 
analytical apparatus. The Courts have held that the prior art can be modified or combined to 
reject claims as prima facie obvious as long as there is a reasonable expectation of success. See 
In re Merck & Co., Inc., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986) (see MPEP § 2143.02). 
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Therefore, it would have been obvious to a person of ordinary skill in the art to incorporate the 
use of a mechanical control apparatus for an analytical apparatus as recited. 

Regarding the new amendment to claim 7, Layne does further teach the incorporation of 
a scheduling feature, e.g., sequence task controllers (136) (see col. 9, line 40 - col. 10, line 17). 
Hence, the apparatus taught by Layne and Ozawa is functionally capable of being used in the 
claimed manner. A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. See In re Casey, 152 USPQ 235 (CCPA 
1967); and In re Otto, 136 USPQ 458, 459 (CCPA 1963). The Courts have held that a statement 
of intended use in an apparatus claim fails to distinguish over a prior art apparatus. See In re 
Sinex, 309 F.2d 488, 492, 135 USPQ 302, 305 (CCPA 1962). The Courts have held that the 
manner of operating an apparatus does not differentiate an apparatus claim from the prior art, if 
the prior art apparatus teaches all of the structural limitations of the claim. See Ex Parte 
Masham, 2 USPQ2d 1647 (BPAI 1987). Furthermore, the Courts have held that apparatus claims 
must be structurally distinguishable from the prior art in terms of structure, not function. See In 
re Danley, 120 USPQ 528, 531 (CCPA 1959); and Hewlett-Packard Co. V. Bausch andLomb, 
Inc., 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (see MPEP § 2114). 

Regarding claims 8, 13 & 14, Layne teaches that the computer control apparatus (e.g., 
128 & 136) incorporates the use of a sequencing, scheduling or timing function (see col. 8, lines 
44 - 64; col. 9, lines 40 - 67). Regarding claim 10, Layne teaches that the computer control 
apparatus comprises a recipe or computer algorithm containing instructions for enabling the 
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instrument to perform each assay (see col 8, lines 13-59; col. 10, lines 28 - 43). Regarding 
claim 11, Layne teaches that the computer control apparatus comprises a chronicle or table, 
which stores test history information, such as sample concentrations, pertaining to each assay run 
(see col. 10, line 33 - col. 11, line 38). 

Response to Arguments 
Applicant's arguments filed 9/2/2005 have been fully considered but they are not 
persuasive. Regarding the new amendment to claim 7, Layne does further teach the 
incorporation of a scheduling feature, e.g., sequence task controllers (136), within the disclosed 
automated testing apparatus (see col. 9, line 40 - col. 10, line 17). Hence, the apparatus taught by 
Layne and Ozawa is functionally capable of being used in the claimed manner. A recitation of 
the intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. See In re Casey, 152 USPQ 235 (CCPA 1967); and In re Otto, 136 USPQ 458, 459 
(CCPA 1963). The Courts have held that a statement of intended use in an apparatus claim fails 
to distinguish over a prior art apparatus. See In re Sinex, 309 F.2d 488, 492, 135 USPQ 302, 305 
(CCPA 1962). The Courts have held that the manner of operating an apparatus does not 
differentiate an apparatus claim from the prior art, if the prior art apparatus teaches all of the 
structural limitations of the claim. See Ex Parte Masharn, 2 USPQ2d 1647 (BPAI 1987). 
Furthermore, the Courts have held that apparatus claims must be structurally distinguishable 
from the prior art in terms of structure, not function. See In re Danley, 120 USPQ 528, 531 
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(CCPA 1959); and Hewlett-Packard Co, V. Bausch andLomb, Inc., 15 USPQ2d 1525, 1528 
(Fed. Cir. 1990) (see MPEP § 2114). 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Sines, Ph.D. whose telephone number is (703) 305- 
0401 . The examiner can normally be reached on Monday - Friday (11:30 AM - 8 PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (703) 308-4037. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



Conclusion 




